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DETAILED ACTION 

1 . Applicants' remarks and amendments, filed on August 30, 2004, have 
been carefully considered. Claims 1-6 have been amended. New claims 7 & 8 
have been added. 

Claims 1-8 are now pending in this application and under consideration. 

Claim Rejections - 35 USC § 102(b)/103 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

3. Claims 1-8 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Krabetz et al., "hereinafter 
Krabetz", (US Pat. 4,925,823). 

Krabetz discloses an oxidation catalyst having a general formula 
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Mo 12 PaW b SbcASdCu e XA, wherein X is Nb, Fe, Mn, or a mixture thereof, and 
wherein a is 0.5-2, b is 0.5-3, c is 0.2 to 1.5, d is 0.01-0.5, e is 0.01-0.5 and f is 0- 
1.0, etc. (see col. 7, claim 1). 

Recitation of product-by-process in the claims is noted. While the catalyst 
of the reference is not made by the same process, the catalyst made is the same 
as the claimed catalyst since it contains the same metal components. It is 
considered the process steps as being claimed have no bearing on the 
patentability of the claimed catalyst, but the catalyst limitations itself. See In re 
Thorpe, 227 USPQ 964 (Fed. Cir. 1985); In re Brown . 173 USPQ 688, 688 
(CCPA 1977); In re Fessman . 180 USPQ 324, 326 (CCPA 1977). See also 
MPEP2113. 

It is noted that specific tungsten and molybdenum metal compounds being 
claimed are considered process limitations. 

Krabetz discloses an oxidation catalyst containing the claimed metals, 
thus anticipates the claims. 

Response to Applicants' Arguments 

4. Applicants' amendment/response filed in August 30, 2004 has been fully 
considered, but not deemed persuasive for the following reasons. 

First, applicants urged, that "the elements used in the invention oxidation 
catalyst compositions have been limited in the instantly amended claims. In 
contrast to the present invention, the catalyst of Krabetz et al. requires Sb, and 
As or Cu, or both, also as essential elements, etc." (applicants' response page 6, 
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middle paragraph). This is noted but not found persuasive because: (1) The 
instant claims 1 & 2 require a tungsten metal compound or molybdenum metal 
compound of tungsten or molybdenum, respectively, and an element of Group 
1Mb, IVb, Vb or Vlb. Since the elements P, Sb, and As belonging to the Group Vb 
elements of the periodic table, and that the oxidation catalyst of Krabetz includes 
these elements, the instant claims are anticipated by the Krabetz reference. (2) 
Applicants amended claims 1 & 2 including the "consisting essentially of 
language is noted. The "consisting essentially of" language while limits the 
claims to specified ingredients or components and those that do not affect the 
basic and novel characteristics of a composition. See Ex parte Davis et al., 80 
USPQ 448. However, when applicants contend that modifying components in 
the reference composition are excluded by the recitation of the "consisting 
essentially of", applicants have the burden of showing the basic a novel 
characteristics of their composition, i.e., a showing that the introduction of these 
components would materially change the characteristics of applicants' 
composition. (3) The instant claims are called for "a catalyst", and not "a process 
of preparing a catalyst", it is considered the instant claims are product-by-process 
limitations. It has been held that the patentability of the product and its method of 
production are separately determined, thus, the process limitations in the instant 
claims have no bearing on the patentability of the claimed catalyst. See the case 
laws cited in the rejection above. 

Second, applicants urged, that "the presently claimed compositions, which 
lack essential elements taught by Krabetz et al., are useful for the oxidation of 
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olefin compounds. In contrast, the catalyst of Krabetz et al. are suitable for the 
oxidation of arolein to acrylic acid, etc." (applicants' response page 6, last 
paragraph). This is also noted, but not found persuasive because: (1) the instant 

claims are broadly recite "an oxidation catalyst". There is no specific use 

?s 

limitation, such as "useful for the oxidation of acrolein to acrylic acid'.' being 
claimed. (2) Even if there were intended use limitations in the catalyst claims 
claimed, according to In re Pearson and In re Thrau . the claimed oxidation 
catalyst composition would not be patentably distinct from the catalyst 
composition of the prior art. In re Pearson 181, USPQ 641 states that ["It is well 
settled that terms merely setting forth intended use for, or a properly inherent in, 
an otherwise old composition do not differentiate the claimed composition from 
those disclosed in the prior art."] In re Thrau, 57 USPQ 324 states that ["It is 
contrary to spirit and patent laws that patents be granted for old compositions of 
matter based on new uses of compositions where uses consists merely in 
employment of compositions; patentee is entiled to every use of which invention 
is susceptible, whether such use be known or unknown to him."] 

It is the Examiner's position to conclude that Applicants' claimed oxidation 
catalyst is anticipated by the Krabetz et al. reference, thus the rejection is 
maintained. 



5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



6. Claims 1-8 are pending in the application. Claims 1-8 are rejected. No 
claims are allowed. 

7. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Examiner Cam Nguyen, whose telephone 
number is (571) 272-1357. The examiner can normally be reached on M-F from 
9:30 am. to 6:00 pm. 



The appropriate fax phone number for the organization where this 
application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to telephone number (571) 272-1700. 



Conclusion 



November 12, 2004 



Nguyen/cnn 




